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DETAILED ACTION 



Election/Restrictions 

1 . Applicant's election without traverse of Group I (claims 1 - 6) in the paper filed 
January 6, 2010 is acknowledged. Claims 7-34 are withdrawn from further 
consideration pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected invention, 
there being no allowable generic or linking claim. The requirement is still deemed 
proper and is therefore made FINAL. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1 - 3 are rejected under 35 U.S.C. 102(a) as being anticipated by Umetsu 
et al. (App. Phys. Let, 85(11), 09-2004,2011-2013). 

Regarding claim 1 , Umetsu et al. disclose a magnetic thin film comprising a 



substrate {page 2011, 2 nd column: either surface of furnace or of the container holding 
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the sample), and a Co2MGai- x Al x thin film formed on the substrate (Title and Abstract: 
Co2CrGa), said Co2MGai- x Al x thin film has a L2^ or B2 single phase structure (Abstract), 
and wherein M and x meet the claimed limitations (M = Crand x=0). 

Regarding the limitation "5.5 < X < 7.5", it has been held that where claimed and 
prior art products are identical or substantially identical in structure or composition, or 
are produced by identical or substantially identical processes, a prima facie case of 
either anticipation or obviousness has been established and the burden of proof is 
shifted to Applicant to show that prior art products do not necessarily or inherently 
possess characteristics of claimed products where the rejection is based on inherency 
under 35 USC 102 or on prima facie obviousness under 35 USC 103, jointly or 
alternatively. Therefore, the prime facie case can be rebutted by evidence showing 
that the prior art products do not necessarily possess the characteristics of the claimed 
product. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When 
the PTO shows a sound basis for believing that the products of the applicant and the 
prior art are the same, the applicant has the burden of showing that they are not." In re 
Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). 

In the instant case, since M meets the claimed elemental limitations (M = Cr), the 
Examiner deems that there is sound basis that M must inherently meet the claimed 
average valence electron concentration, which is deemed an elemental property. 
Therefore, in addition to the above disclosed limitations, the presently claimed property 
of Z meeting the claimed range would have inherently been present because M is 
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disclosed as Cr, which is explicitly taught as a material meeting the claimed "M" 
component. 

Regarding the limitation(s) in claims 2 and 3, the Examiner notes that these 
limitation(s) are/(is a) process limitation(s) and is/are not further limiting in terms of the 
structure resulting from the claimed process. Specifically, in a product claim, as long as 
the prior art product meets the claimed structural limitations, the method by which the 
product is formed is not germane to the determination of patentability of the product 
unless an unobvious difference can be shown to result from the claimed process 
limitations. 

4. Claims 1 - 3 are rejected under 35 U.S.C. 102(b) as being anticipated by Ritcey 
et al. (J. Appl. Phys., 55(6), 3-1984, 2051-2052). 

Regarding claim 1 , Ritcey et al. disclose a magnetic thin film comprising a 
substrate (Section 2: either surface of furnace or of the container holding the sample), 
and a Co2MGai- x Al x thin film formed on the substrate {Title and Abstract: 
C02YZo.9sSno.02), said Co 2 MGai- x Al x thin film has a L2-\ or B2 single phase structure 
(Section II), and wherein M and x meet the claimed limitations (Figure 2 with M = Crand 
x=0; but also noting where M can be multiple elements as noted in the claims [Y= Ti, V 
and Cr] and the alloy can include both Ga and Al [Z = Al and Ga]). 

Regarding the limitation "5.5 < X < 7.5", it has been held that where claimed and 
prior art products are identical or substantially identical in structure or composition, or 
are produced by identical or substantially identical processes, a prima facie case of 
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either anticipation or obviousness has been established and the burden of proof is 
shifted to Applicant to show that prior art products do not necessarily or inherently 
possess characteristics of claimed products where the rejection is based on inherency 
under 35 USC 102 or on prima facie obviousness under 35 USC 103, jointly or 
alternatively. Therefore, the prime facie case can be rebutted by evidence showing 
that the prior art products do not necessarily possess the characteristics of the claimed 
product. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When 
the PTO shows a sound basis for believing that the products of the applicant and the 
prior art are the same, the applicant has the burden of showing that they are not." In re 
Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). 

In the instant case, since M meets the claimed elemental limitations (at least 
explicit embodiment of M = Cr), the Examiner deems that there is sound basis that M 
must inherently meet the claimed average valence electron concentration, which is 
deemed an elemental property. Therefore, in addition to the above disclosed 
limitations, the presently claimed property of Z meeting the claimed range would have 
inherently been present because M is disclosed as Cr, which is explicitly taught as a 
material meeting the claimed "M" component. 

Regarding the limitation(s) in claims 2 and 3, the Examiner notes that these 
limitation(s) are/(is a) process limitation(s) and is/are not further limiting in terms of the 
structure resulting from the claimed process. Specifically, in a product claim, as long as 
the prior art product meets the claimed structural limitations, the method by which the 
product is formed is not germane to the determination of patentability of the product 
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unless an unobvious difference can be shown to result from the claimed process 
limitations. 

5. Claims 1 - 4 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kawakami et al. (J. Phys. Soc. Jap., 59(12), 12-1990, 4466-4471). 

Regarding claim 1, Kawakami et al. disclose a magnetic thin film comprising a 
substrate (Section 2:: either surface of furnace or of the container holding the sample), 
and a Co2MGai- x Al x thin film formed on the substrate {Title and Abstract: Co2TTi- x V x Ga), 
and wherein M and x meet the claimed limitations {M = Cr and x=0: Sections I and II, 
and Figure 4). 

Regarding the limitation "5.5 < X < 7.5", it has been held that where claimed and 
prior art products are identical or substantially identical in structure or composition, or 
are produced by identical or substantially identical processes, a prima facie case of 
either anticipation or obviousness has been established and the burden of proof is 
shifted to Applicant to show that prior art products do not necessarily or inherently 
possess characteristics of claimed products where the rejection is based on inherency 
under 35 USC 102 or on prima facie obviousness under 35 USC 103, jointly or 
alternatively. Therefore, the prime facie case can be rebutted by evidence showing 
that the prior art products do not necessarily possess the characteristics of the claimed 
product. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When 
the PTO shows a sound basis for believing that the products of the applicant and the 
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prior art are the same, the applicant has the burden of showing that they are not." In re 
Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). 

In the instant case, since M meets the claimed elemental limitations (M = Cr), the 
Examiner deems that there is sound basis that M must inherently meet the claimed 
average valence electron concentration, which is deemed an elemental property. 
Therefore, in addition to the above disclosed limitations, the presently claimed property 
of Z meeting the claimed range would have inherently been present because M is 
disclosed as Cr, which is explicitly taught as a material meeting the claimed "M" 
component. 

Regarding the limitation in the crystal structure, the Examiner notes that there is 
sound basis that since these materials are explicitly taught as Heusler Alloys that they 
would inherently meet the claimed crystal structure limitations, as demonstrated by 
knowledge in the art that these compounds inherently possess crystal structures 
meeting the claimed limitations (see art applied above and cited of note below for 
support for the Examiner's position on inherency). 

Regarding the limitation(s) in claims 2 and 3, the Examiner notes that these 
limitation(s) are/(is a) process limitation(s) and is/are not further limiting in terms of the 
structure resulting from the claimed process. Specifically, in a product claim, as long as 
the prior art product meets the claimed structural limitations, the method by which the 
product is formed is not germane to the determination of patentability of the product 
unless an unobvious difference can be shown to result from the claimed process 
limitations. 
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Regarding the limitations of claim 4, Kawakami et al. teach forming the Co2CrGa 
alloy films in glass containers (Section 2). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 4 - 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Umetsu et al. as applied above, and further in view of IDS reference Saito et al. (JP 08- 
250366 A). 

Umetsu et al. is relied upon as described above. 

Umetsu et al. fail to disclose forming a film of the claimed Heusler alloy on a 
substrate or buffer layer meeting the claimed limitations. 

However, Saito et al. teaches forming a Heusler alloy similar to that disclosed by 
the primary reference wherein a Cr ground (i.e. "buffer") film is formed on a MgO 
substrate (meeting limitation of "MgO single crystal" substrate), wherein the laminated 
film exhibits excellent MR effects (JPO Abstract). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the Applicants' invention to modify the device of Umetsu et al. to utilize a substrate 
and/or buffer film meeting the claimed limitations as taught by Saito et al., since such a 
laminate can result in products having excellent MR effects. 
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8. Claims 4 - 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ritcey et al. as applied above, and further in view of IDS reference Saito et al. (JP '366 
A). 

Ritcey et al. is relied upon as described above. 

Ritcey et al. fail to disclose forming a film of the claimed Heusler alloy on a 
substrate or buffer layer meeting the claimed limitations. 

However, Saito et al. teaches forming a Heusler alloy similar to that disclosed by 
the primary reference wherein a Cr ground (i.e. "buffer") film is formed on a MgO 
substrate (meeting limitation of "MgO single crystal" substrate), wherein the laminated 
film exhibits excellent MR effects (J PO Abstract). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the Applicants' invention to modify the device of Ritcey et al. to utilize a substrate 
and/or buffer film meeting the claimed limitations as taught by Saito et al., since such a 
laminate can result in products having excellent MR effects. 

9. Claims 4 - 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kawakami et al. as applied above, and further in view of IDS reference Saito et al. (JP 
'366 A). 

Kawakami et al. is relied upon as described above. 

While the Examiner deems that the disclosed glass containers meet the limitation 
of a "substrate", the Examiner notes that Kawakami et al. fail to explicitly disclose 
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forming a film of the claimed Heusler alloy on a substrate or buffer layer meeting the 
claimed limitations. 

However, Saito et al. teaches forming a Heusler alloy similar to that disclosed by 
the primary reference wherein a Cr ground (i.e. "buffer") film is formed on a MgO 
substrate (meeting limitation of "MgO single crystal" substrate), wherein the laminated 
film exhibits excellent MR effects (JPO Abstract). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the Applicants' invention to modify the device of Kawakami et al. to utilize a substrate 
and/or buffer film meeting the claimed limitations as taught by Saito et al., since such a 
laminate can result in products having excellent MR effects. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
Applicants' disclosure. Several references are noted below since they appear to teach 
the general concept of Heusler alloys formed of a composition having the formula 
Co 2 MGai- x Al x . See Carey et al. (U.S. Patent No. 6,977,801 B2) col. 5, line 37 bridging 
col. 6, line 30, Saito (U.S. Patent App. No. 2003/0137785 A1) Paragraphs 0080-0081, 
Ishida et al. (U.S. Patent App. No. 2008/0063557 A1 ) entire disclosure, but date after 
Applicants' effective filing date, IDS reference Inomata et al. (Jpn. J. Appl. Phys., 42, 
2003, L419-422) entire disclosure, IDS reference Ambrose et al. (J. Appl. Phys., 87(9), 
2000, 5463-5465) entire disclosure, and Umetsu et al. (Phys. Rev. B, 72, 2005, 
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21 441 2-1 - 21 441 2-7) entire disclosure, but date after Applicants' effective filing 
date. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Kevin M. Bernatz whose telephone number is (571) 
272-1505. The Examiner can normally be reached on M-F, 9:00 AM - 5:30 PM. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Mark Ruthkosky can be reached on (571) 272-1291. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Kevin M Bernatz/ 

Primary Examiner, Art Unit 1794 

March 11, 2010 



